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DISCUSSION OF THE AMENDMENT 
Claims 7-13 and 16-25 are active in the present application. Claims 1-6, 14-15, and 
26-27 are canceled claims. 

No new matter is added. 
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REMARKS 

Applicants thank Examiner Corbin for the helpful and courteous discussion with 
Applicants' U.S. representative on February 19, 2008. During the discussion, Applicants' 
U.S. representative pointed out that the original specification describe on embodiment where 
cellulose and the oxidized starch are inherently chemically bonded to one another. In 
particular, it was pointed out that the examples of the original specification disclose 
conditions under which oxidized starch and cellulose inherently form a chemical bond. Thus, 
those of ordinary skill in the art would recognize that the inventors were in possession of the 
claimed invention at the time the present application was filed. 

Applicants submitted the Declaration of Dr. Chiodero and an Amendment on 
November 16, 2007. The Chiodero Declaration proves that one of ordinary skill in the art 
would recognize that Example 1 of the present application is carried out at conditions where 
cellulose and oxidized starch inherently form a chemical bond. Paragraph no. 13 of the 
Chiodero declaration describes the product formed when a cellulose is reacted with an 
oxidized starch. In particular, paragraph no. 13 of the Chiodero Declaration describes how a 
chemical bond forms between oxidized starch and hydroxypropylmethyl cellulose. The 
chemical product described diagrammatically in the Chiodero Declaration is reproduced 
below with annotations for convenience. 
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The portion of the reacted compound identified by (A) corresponds with 
hydroxypropylmethyl cellulose (see the structure of hydroxypropyl cellulose in the 
information from www.sigm-aldrich.com submitted together with the Amendment of 
November 16, 2007). For further reference a hand drawn depiction of hydroxylpropylmethyl 
cellulose is provided below as Figure (A-OH). 



The portion of the product described diagrammatically in the Chiodero Declaration 
annotated by (B) corresponds with the oxidized starch. The chemical formula for oxidized 
starch may also be found in the information submitted with the November 1 6 Amendment 
obtained from www.sigma-aldrich.com. For further reference, a hand drawn depiction of 
oxidized starch is provided below in Figure (B-OH). 
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J'W, 



As declared by Dr. Chiodero in the Chiodero Declaration, hydroxypropylmethyl 
cellulose and oxidized starch will inherently react if they are mixed at a temperature of 35X 
to form the product depicted in paragraph no. 13 of the Chiodero Declaration. The reaction 
of hydroxylpropylmethyl cellulose and oxidized starch releases one molecule of water (H2O). 
The resulting chemical bond is an ester bond. The ester bond between hydroxylpropylmethyl 
cellulose and oxidized starch is shown in bold in the diagram provided in the Chiodero 
Declaration and may be described as follows: -C(CH3)(H)-0-C(o)-C(H)(OH)-. 

For reference, Applicants provide a description of an ester bond obtained from T.W. 
Graham Solomons, "Organic Chemistry, Second Edition," John Wiley & Sons, 1980, p. 69. 

Applicants further submit that those of ordinary skill in the art would readily 
recognize that the examples of the original specification are evidence that the inventors had 
possession of the invention of Claims 23 and 24 which state that the oxidized starch and 
cellulose are chemically bonded by an ester bond because (1) cellulose and oxidized starch 
inherently form a chemical bond under the conditions of Example 1 of the original 
specification and (2) the structure of an ester bond is the same as the chemical bond formed 
between oxidized starch and cellulose in Example 1 . 

For the reasons above. Applicants submit that those of ordinary skill in the art would 
readily recognize that the inventors had possession of the claimed invention at the time the 
present application was filed at least because Example 1 describes conditions under which 
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oxidized starch and cellulose inherently react to form a chemical bond, i.e., an ester bond. 
Applicants request withdrawal of the rejection under 35 U.S.C. § 1 12, first paragraph. 

The Office rejected the claims under the judicially created doctrine of obviousness- 
type double patenting over co-pending U.S. appUcation 10/673,178. Applicants submit 
herewith a Terminal Disclaimer over the aforementioned co-pending application. 

Applicants request withdrawal of the rejection. 

REQUEST FOR REJOINDER 

Present Claim 21 is withdrawn from prosecution. Applicants request rejoinder and 
allowance of Claim 21 once the Office has determined that Claim 9 (from which Claim 21 
depends) is allowable. If Claim 9 is allowable. Claim 21 which depends from and includes 
all of the limitations of allowable Claim 9 must also be allowable. 

FINALITY OF DCEMBER 26 OFFICE ACTION 

The Office Action of December 26, 2007 included a final rejection. Applicants 
submitted a RCE including amended claims and a Declaration on November 16, 2007. 
Applicants submit that the finality of the present Office Action should be removed on the 
ground that the finality is premature. Based on the discussion of February 19, 2008, this 
point may be moot because Applicants have demonstrated that the original specification 
would convey to one of ordinary skill in the art that the inventors had possession of the 
presently claimed invention and further in view of AppUcants' filing of a Terminal 
Disclaimer. 
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For the reasons discussed above. Applicants request the withdrawal of the rejections 

and the allowance of all now-pending claims. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 



Stefan U. Koschmieder, Ph.D. 
Customer Number Registration No. 50,238 

22850 

Tel: (703)413-3000 
Fax: (703)413 -2220 
(OSMMN 08/07) 
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